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IN THE UNITED STATES PATENT AND TRADE MARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 2782619
Issued on November 11, 2003

SINBAD GRAND CAFÉ, LLC.

                        Petitioner,

             v.

AL-FAKHER FOR TABACCO
TRADING & AGENCIES CO. LTD.

Respondent.

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

Cancellation No. 92048480

Assigned for All Purposes to the United
States Patent and Trademark Office
Trademark Trial and Appeal Board

NOTICE OF MOTION AND MOTION
TO COMPEL SUPPLEMENTAL
RESPONSES FROM REGISTRANT
TO PETITIONER’ S SPECIAL
INTERROGATORIES – SET ONE;
DECLARATION OF NATU J. PATEL
IN SUPPORT THEREOF; REQUEST
FOR SANCTIONS

Petition Filed: November 21, 2007
Discovery Period Closes:

October 28, 2008

TO ALL PARTIES AND THEIR ATTORNEYS OF RECORD:

PLEASE TAKE NOTICE THAT  Petitioner, Sinbad Grand Cafe, LLC

(“Sinbad”), will move to compel Respondent, Al-Fakher For Tabacco Trading &

Agencies, Co., LTD., (“Registrant”) to provide supplemental responses to Petitioner’ s

Special Interrogatories, Set One and Petitioner’ s Request for Production of Documents,

Set One.

This motion is based upon this Notice, the attached Memorandum of Points

and Authorities, the Statements of Items in Dispute, the Declaration of Natu J. Patel, the
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pleadings, records and files in this action, and upon such other and further oral and

documentary evidence as requested by the Trademark Trial and Appeal Board.

Dated: May 20, 2008 Respectfully Submitted,
THE PATEL LAW FIRM, P.C.

/natupatel/

By: ________________________
Natu J. Patel
Attorney for Petitioner,
Sinbad Grand Cafe, LLC
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POINTS AND AUTHORITIES

BRIEF STATEMENT OF SALIENT FACTS

Petitioner Sinbad is a Michigan Limited Liability Company which believes it will

be harmed by the continued registration of the Trademark “AL-FAKHER” (Reg. No.

2,782,619) (the “Trademark”). On November 21, 2007, Petitioner Sinbad initiated a

Petition for Cancellation (“Petition”) against Registrant, which is currently before the

Trademark Trial and Appeal Board (“TTAB”).  On January 9, 2008, Registrant filed its

belated answer to the Petition. (“Answer”)

DISCOVERY DISPUTE

Sinbad propounded its Special Interrogatories –  Set One (“SI”) on Registranton

February 5, 2008.  See ¶1 to Declaration of Natu J. Patel (“Patel Decl.”). On March 14,

2008, more than 35 days after the SI was propounded and at which point any response

was tardy, Registrant sent a response to the SI (the “Response”) containing many

deficiencies. (Patel Decl. ¶2) On March 25, 2008, counsel for Petitioner sent counsel for

Registrant a detailed and thorough meet and confer letter to illustrate the Responses’

deficiencies so that counsel could work together to resolve the issues. Petitioner clarified

the requests and even apprised Registrant’ s counsel of the relevant case law. (Patel Decl.

¶3) On April 1, 2008, the parties met and conferred via telephone in an effort to resolve

the problems with the deficient Responses. (Patel Decl. ¶4) On April 9, 2008,

Petitioner’ s counsel reminded counsel for Registrant that he was still waiting for the

supplemental responses. (Patel Decl. ¶5) On April 10, 2008, counsel for Registrant

finally took the time to contact counsel for Petitioner, only to ask for an extension so that

he could respond at a later date. (Patel Decl. ¶6)  On April 16, 2008, counsel for
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Petitioner requested that counsel for Registrant set a definite response date or counsel

would begin work on a motion to compel discovery responses. (Patel Decl. ¶7)  In

response, counsel for Registrant promised to supplement the responses by May 2, 2008.

(Patel Decl. ¶8) On May 6, 2008, counsel for Petitioner sent yet another letter to counsel

for Registrant requesting the supplemental responses. Patel Decl. ¶9) On May 8, 2008,

counsel for Registrant responded by requesting an additional extension of time until May

12, 2008, to which counsel for Petitioner agreed in the spirit of cooperation.  (Patel Decl.

¶10) On May 13, 2008, having received no supplemental responses, counsel for

Petitioner once again notified counsel for Registrant that Registrant’ s conduct was very

disappointing and that Petitioner was going to proceed with a motion to compel

responses. (Patel Decl. ¶11)   Later that day, counsel for Registrant indicated that they

would be able to send unverified responses on that same day and verified responses by

May 16, 2008, which was agreed upon by the Petitioner. (Patel Decl. ¶12)  However, to

this date, despite Petitioner’ s numerous meet and confer attempts, counsel for Registrant

has not provide the supplemental responses. (Patel Decl. ¶¶13-16) Registrant has

consistently failed to timely provide verified supplemental responses despite Petitioner’ s

repeated good-faith deadline extensions. Petitioner has received nothing but excuses

from Registrant and now respectfully requests that the TTAB compel Registrant to

supplement its responses.

The dispute is with reference to Special Interrogatory nos. 1 –  6, 8, 10 –  21, 23 –

25 (collectively, the “Disputed Items”). These Disputed Items request information

relevant to support Petitioner’ s claims.  As seen from the table below, Registrant’ s

responses are grossly inadequate and fail to meet the TTAB rules and FRCP guidelines:
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1 Identify the officers and directors of
Registrant from 1995 until the present.

Objection that the terms “officers”
and “directors” are vague and
ambiguous.

Objection as overbroad in scope as
to time.

Objection on basis of attorney-
client privilege.

2 Identify the person(s) most knowledgeable
about Registrant’ s sales, advertising and sales
promotion, adoption and use, licensing, and
assignment or other transfer of rights.

Nancy Debabneh.

3 Identify the person(s) most knowledgeable
about the decision to adopt, register, and/or
use the Trademark.

Al-Fakher for Tobacco Trading &
Agencies Co.

4 Describe in detail all past and existing
relations, including contracts, agreements,
licenses, assignments, or other relations,
between Registrant and any third party,
relating to the Trademark.

Objection as overbroad in scope as
to time.

Objection that request seeks
information protected by privilege.

5,
6

Information pertaining to the nature of
Registrant’ s business and the date Registrant
first engaged in such business.

Manufacturing and trading in
flavored tobacco.  First distributed
within the United States in 1999.

8 Foreach of the goods identified as goods
Registrant currently uses, intends to use, or
has used the Trademark with or without any
design element or in a stylized format of any
sort, identify the first use dates or expected
first use dates both inside and outside the
United States, identify the state or geographic
region where each such goods and/or services
have been or are expected to be sold, and
identify all documents supporting the
responses to the other subparagraphs.

The goods were first used in the
United States in 1999, first used
anywhere in 1999, the goods have
been sold or expected to be sold
everywhere in the world, and
“discovery and investigation is
ongoing and continuing”.
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10,
11

Identify all inquiries, investigations, surveys,
evaluations and/or studies conducted by
Registrant or anyone acting for or on its
behalf with respect to the Trademark.

Objection to the extent the request
is a premature demand for expert
reports pursuant to California
Code of Civil Procedure § 2034.

12,
13

The channels of trade in which the Trademark
is used and/or in which goods bearing the
Trademark are sold, including the geographic
area in which the Trademark is used and/or
sold, the manner in which the goods or
services reach the ultimate consumer, the
geographical reach of each such channel, and
the approximate percentage of total sales of
goods and/or services through each such
channel.

“Please find attached Doc 17.”

14 Identify the ordinary purchaser of the goods
sold under the Trademark, including the level
of care exercised.

“Please find attached Doc 17.”

15 Identify all third parties which have used the
Trademark in connection with flavored
tobacco in the United States since 1995.

Objection as overbroad in scope as
to time.

Objection on basis of privilege.

Objection on basis of premature
demand for expert reports pursuant
to California Code of Civil
Procedure § 2034.

16,
17,
18

Licenses, assignments, or other rights granted
by Registrant to third parties to use the
Trademark or any mark incorporating the
Trademark.

Objection as overbroad in scope as
to time.

Objection on basis of privilege.

Objection on basis of premature
demand for expert reports pursuant
to California Code of Civil
Procedure § 2034.

19 Explain in detail the relationship between
Bassam Hamade and Registrant.

An individual who falsely
registered the mark of Respondent.
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20 Explain in detail the relationship between
Nadine Hamade and Registrant.

“N/A”

21 Explain in detail the relationship between
Omar Khaled Sarmini and Registrant.

Omar Khaled Sarmini has sold his
Trademark (Al-Fakher) to the
Registrant.

23 Explain in detail the relationship between
Sierra Network, Inc. and Registrant.

Sierra Network, Inc. is the
exclusive distributor of the
Registrant’ s products in the United
States.

24 Identify each statement or opinion obtained
by or for Registrant regarding any issues in
this cancellation proceeding.

Objection as overbroad in scope as
to time.

Objection on basis of privilege.

Objection on basis of premature
demand for expert reports pursuant
to California Code of Civil
Procedure § 2034.

25 Identify each person who participated in or
supplied information used in any of the
interrogatories.

Al-Fakher for Tobacco Trading &
Agencies Co. Ltd.
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INTRODUCTION

Registrant’ s responses are grossly inadequate for various reasons outlined

hereunder in this motion.  Based on those reasons, Petitioner respectfully request the

TTAB to compel Registrant to provide supplemental responses. First of all, Registrant

objects based upon “premature expert reports” under California state law, which has no

relevance in a TTAB proceeding.  Second, the Registrant has failed to adequately

respond to the Disputed Items despite the fact that the Disputed Items are significantly

relevant to the claims at issue. Additionally, Registrant has impermissibly responded to

several interrogatories merely by referring to other documents which do not contain the

relevant information sought. Third, Registrant made many irrelevant objections to the

Disputed Items which are without merit. Petitioner respectfully requests the TTAB to

issue sanctions for Registrant’ s repeated failures to cooperate and provide supplemental

responses to meet its discovery obligations.

ARGUMENT

This motion is to compel Registrant to supplement its responses to the Disputed

Items since it has failed to adequately provide information requested by Petitioner.

37 C.F.R. §2.120(e) states:

“(1) If a party … fails to answer any question propounded in a discovery
deposition, or any interrogatory, or fails to produce and permit the inspection and
copying of any document or thing, the party seeking discovery may file a motion
before the Trademark Trial and Appeal Board for an order to compel a
designation, or attendance at a deposition, or an answer, or production and an
opportunity to inspect and copy.”

In inter partes proceedings before the TTAB, a motion to compel discovery

procedure is available in the event of a failure to provide discovery requested by means



Notice of Motion and Motion to Compel Supplemental Responses From Registrant;
Declaration of Natu J. Patel In Support Thereof; Request For Sanctions

9

of interrogatories, and requests for production of documents and things. Trademark Trial

and Appeal Board Manual of Procedure (“TBMP”) §§523.01, 411.

It is very apparent that Registrant has failed to comply with TBMP §§523.01, 411

and has failed to provide the information requested by Petitioner based on irrelevant and

meritless objections.  Therefore the TTAB must overrule Registrant’ s objections and

compel it to fully supplement its responses.

I. REGISTRANT MAKES IRRELEVANT OBJECTIONS ON THE BASIS
OF CALIFORNIA LAW IN A FEDERAL TTAB PROCEEDING AND
THEREFORE THESE OBJECTIONS MUST BE OVERRULED

Perplexingly, Registrant makes completely irrelevant objections to the Disputed

Items on the basis of California state law even though this matter is before the TTAB.

TBMP §101.01 states:

“All proceedings before the Trademark Trial and Appeal Board ("TTAB" or
"Board") are governed by the Lanham Trademark Act of 1946, as amended, ("Act
of 1946" or "Act"), 15 U.S.C. § 1051 et seq.; the rules of practice in trademark
cases (commonly known as the Trademark Rules of Practice), which may be
found in Parts 2 and 7 of Title 37 of the Code of Federal Regulations ("CFR"); the
rules pertaining to assignments in trademark cases, which may be found in Parts 3
and 7 of 37 CFR; and the rules relating to representation of others before the
United States Patent and Trademark Office which may be found in Part 10 of 37
CFR. The United States Patent and Trademark Office (“USPTO” or “Office”)
rules governing procedure in inter partes proceedings before the Board are
adapted, in large part, from the Federal Rules of Civil Procedure, with
modifications due primarily to the administrative nature of Board proceedings.”

Here, Registrant objected to SI 10, 11, 15-18, and 24 of the Disputed Items based

upon Cal. Code. Civ. Proc. §2034.  Nevertheless, Registrant’ s objections fail since

California civil procedure is a matter of state law, not federal law. State law does not

govern board proceedings.  Therefore, Registrant’ s objections based upon California law

must be overruled and the TTAB must compel Registrant to supplement its responses.
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II. THE TTAB MUST COMPEL REGISTRANT TO SUPPLEMENT THE
RESPONSES BECAUSE THE DISPUTED ITEMS ARE WITHIN THE
SCOPE OF DISCOVERABLE INFORMATION YET REGISTRANT ’S
RESPONSES ARE INADEQUATE

A. THE DISPUTED ITEMS ARE WITHIN THE SCOPE OF
DISCOVERABLE INFORMATION SINCE THEY ARE
RELEVANT TO PETITIONER’S CLAIMS

As a preliminary matter, the Disputed Items are relevant; therefore the Registrant

must separately and fully answer each of the Disputed Items.

FRCP 26(b)(1) states:

“Unless otherwise limited by court order, the scope of discovery is as follows:
Parties may obtain discovery regarding any non-privileged matter that is relevant
to any party's claim or defense — including the existence, description, nature,
custody, condition, and location of any documents or other tangible things and the
identity and location of persons who know of any discoverable matter.”

The Disputed Items seek information that will shed light on Registrant’s use and

acquisition of the Trademark.  For example, in SI 16, 17, and 18 of the Disputed Items,

Petitioner requested information relating to what licenses, assignments, or other rights

were granted by Registrant to third parties to use the Trademark or any mark

incorporating the Trademark.  The requested information is relevant to establish the

nature and extent of use of the Trademark by Registrant, which would indicate if at any

point Registrantabandoned the use of the Trademark.

To further illustrate the relevance of Petitioner’s requests, consider for example SI

1 of the Disputed Items. Petitioner requested information relating to the identification of

officers and directors of the company since 1995.  As the TTAB will agree, the requested

information is relevant since thestatement of use for the Trademark claims a date of first

use of January 10, 1995. The identification of such officers and directors of the company

from 1995 to the present, who conceivably would have a say in the selection and use of
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the Trademark, is necessary to allow Petitioner to depose individuals who may have

information as to whether “Al-Fakher” was actually in continuous use from January 10,

1995 to the date of filing of this Petition.

Therefore, all of the Disputed Items are relevant to Petitioner’s claims and within

the scope of discoverable information.

B. REGISTRANT FAILED TO PROVIDE ADEQUATE RESPONSES
TO THE INTERROGATORIES AND MUST BE COMPELLED TO
SUPPLEMENT ITS RESPONSES

Apart from Registrant’s numerous yet fallacious objections, Registrant

inadequately addressed some of the Disputed Items. This must not be tolerated.

Ordinarily, a party on which interrogatories have been served should respond to

them by stating, with respect to each interrogatory, either an answer or an objection. If

an interrogatory is answered, the answer must be madeseparately and fully, in writing

under oath. TBMP §405.04(b) (emphasis added)

Petitioner made numerous requests which required Registrant to identify parties.

Petitioner specifically requested that Registrant give the full name, present or last known

address, and the present or last known place of employment for individuals. With regard

to companies, Petitioner requested the full corporate name, a description of  the nature of

the company’s business, the state of incorporation of the company, the address and

principal place of business, and the identity of the officers or other person having

knowledge of this matter. SeeExhibit A  to Patel Decl.

Here, Registrant responded to SI 2, 3, and 25 of the Disputed Items by providing

the name of a person or company.  With regard to the individuals identified, Registrant

did not provide the person’s present or last known address and last known place of
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employment.  For the companies identified, again, Registrant failed to provide the brief

description of the general nature of the business, its state of incorporation, the address

and principal place of business, and the identity of officers or other persons having

knowledge of the matter.  As of the date of filing this motion, Registrant has yet to

provide the requested information.

Additionally, to this date, Registrant has continuously ignored repeated requests

and failed to provide relevant information as requested in various interrogatories.  For

example, Petitioner requested in SI 7 and 8 of the Disputed Items that Registrant identify

each of the goods and/or services on or in connection with the Trademark which with

Registrant currently uses, intends to use, or has used the Trademark, and foreach good or

service identified, provide the first use date within the United States and outside the

United States, and identify the state or geographic region where each such goods and/or

services have been and/or are expected to be sold and/or advertised.  Registrant

responded by listingover fifty goods and/or services, yet identified only one year of first

use allegedly for all the listed goods and/or services.  How could this be true?

Therefore, Registrant has not adequately responded to Petitioner’s requests, and

the TTAB must compel Registrant to supplement its responses.

C. THE DOCUMENTS REFERRED TO IN REGISTRANT ’S
RESPONSESARE NOT RESPONSIVE TO PETITIONER’S
REQUESTS AND THE TTAB MUST COMPEL REGISTRANT TO
SUPPLEMENT ITS RESPONSES

Registrant further attempts to provide insufficient responses to the Disputed Items

by merely referring to “Document 17” without providing any other information.
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An answer to an interrogatory should be complete in itself and should not refer to

the pleadings, or to depositions or other documents, or other interrogatories.Scaife v.

Boenne, 191 FRD 590, 594 (ND IN, 2000).

TBMP §405.04(b) states in part:

“In some cases, the information sought in an interrogatory may be derived or
ascertained from the business records of the responding party, or from an
examination, audit, or inspection of those business records (including a
compilation, abstract, or summary thereof) and the burden of deriving or
ascertaining the information is substantially the same for the propounding party as
for the responding party. In those cases, the responding party may answer the
interrogatory by itself providing, in its written answer to the interrogatory, the
information sought. Alternatively, the responding party may answer the
interrogatory by specifying the records from which the information may be
derived or ascertained, and affording to the propounding party reasonable
opportunity to examine, audit, or inspect the records and to make copies,
compilations, abstracts, or summaries. If the responding party elects to answer an
interrogatory by specifying and producing business records, the specification must
be in sufficient detail to permit the propounding party to locate and identify, as
readily as can the responding party, the records from which the answer may be
ascertained.”

Here, Registrant responds to SI 12-14 of the Disputed Items with the sole phrase

“Please find attached Doc. 17”.  Document 17 is simply a list of names, without any

indications of any relationship between the parties.  Petitioner specifically requested

information regarding the channels of trade in which the Trademark is used and/or sold,

the geographic area by state in which the Trademark is used and/or sold, the manner in

which the goods reach the ultimate consumer, the geographic reach of each such channel

and the approximate percentage of total sales of goods and/or services through each such

channel.  Petitioner also requested that Registrant identify the ordinary purchaser of the

goods or services sold or intended to be sold under the Trademark.The document

referred to by Registrant is in not responsive to any of those requests, since it simply

provides a list of names.  Registrant has not even identified who the parties in the list are,
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or whether they are distributors or are otherwise customers of Registrant.  Thus,

Petitioner cannot ascertain the information it seeks from theone page document referred

to by Registrant’s responses.  Therefore, the TTAB must compel Registrant to

supplement its responses to the Disputed Items.

III. REGISTRANT MAKES SEVERAL BASELESS OBJECTIONS WHICH
MUST BE OVERRULED BY THE TTAB BASED UPON ESTABLISHED
LAW

Registrant made several meritless objections and failed to adequately respond to

the Disputed Items, despite the heavy weight of authority requiring adequate responses.

The law is clear that all grounds for objection to an interrogatory must be stated

“with specificity” FRCP 33(b)(4); seeNagele v. Electronic Data Systems Corp. (WD

NY, 2000) 193 FRD 94, 109 (objection that interrogatories were “burdensome” overruled

because objecting party failed to “particularize” basis for objection).  If required to make

the objection understandable, the objecting party must state reasons for any objection.

See FRCP 33(b)(1);Chubb Integrated Sys. Ltd. v. National Bank of Wash., 103 FRD 52,

58 (D DC, 1984) – “irrelevant” did not fulfill party’s burden to explain its objections.

A. THE DISPUTED ITEMS SEEK INFORMATION USING TERMS
WHICH ARE NOT VAGUE AND AMBIGUOUS SINCE THEY
HAVE READILY DEFINED MEANING

Registrant erroneously maintains objections to SI 1 of the Disputed Items, arguing

that the terms “officers” and “directors” (the “Terms”) as used in the Disputed Items are

vague and ambiguous.

Yet Registrant must exercise reason and common sense to attribute ordinary

definitions to terms and phrases used in interrogatories.  Where the ambiguity can be

easily resolved by conferring with the propounding party, courts are likely to overrule an
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objection that the interrogatory is vague and ambiguous.Beach v. City of Olathe, Kans.,

203 FRD 489, 497 (D KS, 2001).

The objections by Registrant to SI 1 of the Disputed Items are unfounded as the

definitions of the Terms as relate to companies are defined in numerous sources and as a

basic tenet of corporation law. Additionally, Petitioner already defined the Terms in its

meet and confer letters. SeeExhibit C to Patel Decl.

Furthermore, Registrant’s objections stated no reasons or facts upon which it

based its objection that the Terms were vague and ambiguous and not explained to

Petitioner as to what was vague and ambiguous about the Terms.  The objections are in

bad faith and therefore must be overruled. Registrant must be compelled to supplement

its responses.

B. THE DISPUTED ITEMS SEEK INFORMATION WHICH IS NOT
OVERBROAD IN SCOPE AS TO TIME

Registrant unfairly refuses to comply with Petitioner’s responses, objecting to the

Disputed Items, specifically SI No. 4, 15-18, and 24, as overbroad in scope as to time.

Where an interrogatory is overbroad, the responding party should answer

whatever part of the question is proper, object to the balance, and provide some

meaningful explanation of the basis for the objection.Mitchell v. National R.R.

Passenger Corp., 208 FRD 455, 458, fn. 4 (D DC, 2002);St. Paul Reinsurance Co., Ltd.

v. Commercial Fin’ l Corp., 198 FRD 508, 512 (ND IA, 2001).

Registrant provided no meaningful explanation as to why the requests are

overbroad in scope as to time. This is because the requests are in factnot overbroad in

scope as to time.  For example, Petitioner requested that Registrant identify the officers

and directors of Registrant from 1995 until the present (refer to SI 1). The statement of
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use of the registration for the Trademark claims a date of use anywhere in the world as

early as January 10, 1995.  Therefore, identification of people knowledgeable about the

sales of Registrant is relevant to many of Petitioner’s claims, including, but not limited

to, establishing whether Registrant sold or distributed goods since 1995, and the nature

and extent of those sales or distribution.

Additionally, even if we hypothetically assume that Registrant’s objections have a

valid basis, Registrant must answer the remaining parts of the question which are not

overbroad in scope as to time.  Contemplate for instance, Petitioner’s request that

Registrant provide information as to licenses, assignments, or other rights granted by

Registrant to third parties to use the Trademark or any mark incorporating the Trademark.

Even if we assume that some part of the request is overbroad in scope as to time from

1995, Registrant is still required at a minimum to provide information dating from

January 15, 2001, which is the claimed date of first use in commerce by Registrant. Yet

to this date, Registrant has not provided any responses aside from its objections.

Therefore Registrant’s objections to the Disputed Items as being overbroad in

scope as to time must be overruled and Registrant must be compelled to supplement its

responses.

C. REGISTRANT DID NOT PROPERLY USE PRIVILEGE AS A
BASIS FOR OBJECTION SINCE PETITIONER SEEKS
INFORMATION THAT IS NOT PRIVILEGED AND THE
OBJECTIONS MUST BE OVERRULED

Petitioner’s interrogatories do not seek information, which consist of

communications between attorneys and their client. Yet Registrant vehemently objects to

the information sought by SI No. 4, 15-18, and 24 of the Disputed Items as protected by

attorney-client privilege and attorney work-product privilege.
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Each party has the right to discover “any matter, not privileged, that is relevant to

the claim or defense of any party.” FRCP 26(b)(1).  The attorney-client privilege protects

confidential communications between a client and an attorney. SeeClarke v. American

Commerce Nat’ l Bank, 974 F2d 127, 129 (9th Cir. 1992). The work product doctrine

protects trial preparation materials that reveal an attorney’s strategy, intended lines of

proof, evaluation of strengths and weaknesses, and inferences drawn from interviews.

FRCP 26(b)(3); seeHickman v. Taylor (1947) 329 US 495, 511.

Much of the information Petitioner seeks either does not consist of

communications or does not consist of communication between counsel and counsel’s

client. For example, in SI 4 of the Disputed Items, Petitioner requested information

relating to existing relations, including contracts, agreements, licenses, assignments, or

other relations, between Registrant and any third party, relating to the Trademark.

Contracts, agreements, licenses, or assignments are not communications, nor are they

formed between an attorney and a client.  Rather, they are formed between Registrant and

a third-party. Therefore attorney-client privilege does not protect this information.

In another example, in SI 15 of the Disputed Items, Petitioner requested that

Registrant identify third parties who have used the Trademark in connection with

flavored tobacco products in the United States since 1995. Petitioner simply asked

Registrant to identify the third parties and did not ask for communications, yet Registrant

still unreasonably objected on the basis of attorney-client privilege without providing

further explanation.

Additionally, Registrant’s objections on the basis of attorney work-product fail

because the information sought is not attorney work product.  For example, in SI 4 of the
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Disputed Items, information regarding Registrant’s contracts, licenses, assignments, or

other relationships with third parties should be information maintained by Registrant in

the ordinary course of Registrant’s business, and would therefore not be trial preparation

material.  Therefore attorney work-product protection does not apply to this information.

Therefore, Registrant must be compelled to supplements its responses to the

interrogatories to which it objected to on the basis of privilege.

D. REGISTRANT MUST BE COMPELLED TO EXPLAIN THE BASIS
FOR ITS CLAIM OF PRIVILEGE OR PROTECTION.

If the TTAB were to conclude that the privilege applies, which is highly unlikely,

the TTAB must compel Registrant to identify and provide, based on the instructions

provided in the definitions of SI, -  1) the privilege or protection that Registrant claims

precludes disclosure, 2) the subject matter of the communication or information (without

revealing the content as to which privilege is claimed) and 3) any additional facts upon

which Registrant based its claim of privilege or protection.

Here, when claiming privilege in SI No. 4, 15-18, and 24 of the Disputed Items,

Registrant failed to identify the subject matter of the communication or information and

failed to identify any additional facts upon which Registrant based its claim of privilege

or protection. Upon review of these special interrogatories, the Petitioner is confident

that the TTAB will conclude that the objections raised by Registrant are meritless. In the

unlikely event the TTAB decides to uphold Registrant’s objections based upon privilege,

the TTAB must, at a minimum, compel Registrant to identify the subject matter and

additional facts as requested by Petitioner.
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IV. THE DISPUTED ITEMS ARE CLEARLY DISCOVERABLE.

Based on the foregoing, Petitioner respectfully requests that the supplemental

responses to the Disputed Items are required under the TTAB’s own gudelines and

federal law.  For TTAB’s convenience, Petitioner has summarized the reasons why the

responses should be compelled in theAppendix A below, which is incorporated in its

entirety by reference.

V. DISCOVERY SANCTIONS SHOULD BE IMPOSED AGAINST
REGISTRANT FOR ITS EGREGIOUS CONDUCT

Petitioner recognizes that the TTAB generally does not issue sanctions with

reference to a motion to compel for parties failure to cooperate to resolve inadequacies of

responses.  However, in the instant case, Registrant’s conduct is egregious and

demonstrates a lack of respect for TTAB’s rules and procedures.  If such conduct is

permitted, the legal fees and the cost in such administrative proceedings will significantly

increase.  To deter such conduct, Petitioner respectfully requests that the TTAB review

the record at hand and impose any sanctions that the TTAB deems appropriate.

VI. CONCLUSION

Based on the foregoing, Petitioner respectfully requests the TTAB to grant this

Motion to Compel and warn Registrant that failure to comply may result in dismissal or

default.

Dated: May 20, 2008 Respectfully Submitted,
THE PATEL LAW FIRM, P.C.

/natupatel/
By: ________________________
       Natu J. Patel

Attorney for Petitioner
Sinbad Grand Cafe, LLC
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1 Identify the
officers and
directors of
Registrant
from 1995
until the
present.

Objection that
the terms
“officers” and
“directors” are
vague and
ambiguous.

Objection as
overbroad in
scope as to
time.

Objection on
basis of
attorney-client
privilege.

Registrant’s objection fails since the definition
of “officers” and “directors” is a matter of
common sense and is easily ascertainable.

Registrant’s objection to the SI as overbroad in
scope as to time fails since since the date of first
use was January 10, 1995, and identification of
people knowledgeable about Registrant’s sales
from 1995 onwards is relevant to establishing the
nature and extent of distribution of Registrant’s
goods.

Registrant’s objections on the basis of attorney-
client privilege fail since identification of
officers and directors is not a communication.

Identification of officers and directors of a
foreign company is not readily ascertainable
from the United States.

2 Identify the
person(s) most
knowledgeable
about
Registrant’s
sales,
advertising and
sales
promotion,
adoption and
use, licensing,
and assignment
or other
transfer of
rights.

Nancy
Debabneh.

Registrant failed to completely identify the
persons most knowledgeable by only providing a
name when the directions require Registrant to
include her title, present or last known address,
and present or last known place of employment.

3 Identify the
person(s) most
knowledgeable
about the

Al-Fakher for
Tobacco
Trading &
Agencies Co.

Registrant failed to identify the person most
knowledgeable since it only provided a name for
a company, whereas there must be some
individuals who were responsible for the
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decision to
adopt, register,
and/or use the
Trademark.

decision.  Otherwise, Registrant must identify
some person representing the company as the
person most knowledgeable about the decision.
Registrant must include the address and position
for the person identified.

4 Describe in
detail all past
and existing
relations,
including
contracts,
agreements,
licenses,
assignments,
or other
relations,
between
Registrant and
any third party,
relating to the
Trademark.

Objection as
overbroad in
scope as to
time.

Objection that
request seeks
information
protected by
privilege.

Registrant’s objection to the SI as overbroad in
scope as to time fails since information as to
relations between Registrant and third parties
regarding the Trademark is relevant to
establishing Registrant’s Trademark-related
activities within the U.S. and whether
Registrant’s products were in fact used in
commerce in the U.S. since 1999. Detailed
descriptions of the relations between Registrant
and any third party are relevant to establish when
the Trademark was first in use in the U.S., the
nature and extent of those activities, and whether
at any point Registrant ceased use of the
Trademark in the U.S.

Registrant’s objections on the basis of attorney-
client privilege fail since objections on the basis
of attorney-client privilege do not protect
communications between non-attorneys.

Registrant’s objections on the basis of work
product privilege fail since communications
between non-attorneys are not protected by
work-product privilege.  Additionally, it strains
credulity to believe that Registrant kept no
records in the ordinary course of business
regarding parties it had past and existing
relationships with, between Registrant and a
third party, since the time of Registrant’s
inception.  These records would not be prepared
by attorneys.
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5,
6

Information
pertaining to
the nature of
Registrant’s
business and
the date
Registrant first
engaged in
such business.

Manufacturing
and trading in
flavored
tobacco.  First
distributed
within the
United States
in 1999.

Both interrogatories seek the date upon which
Registrant engaged in each business.  Registrant
failed to completely comply with the request
since it provided the year, but not the date of
such use.

8 Foreach of the
goods
identified as
goods
Registrant
currently uses,
intends to use,
or has used the
Trademark
with or without
any design
element or in a
stylized format
of any sort,
identify the
first use dates
or expected
first use dates
both inside and
outside the
United States,
identify the
state or
geographic
region where
each such
goods and/or
services have
been or are
expected to be

The goods
were first used
in the United
States in 1999,
first used
anywhere in
1999, the
goods have
been sold or
expected to be
sold
everywhere in
the world, and
“discovery and
investigation
is ongoing and
continuing”.

Registrant listed numerous goods and products,
but has not provided details regarding the first
use dates in the United States, first use dates
outside of the United States, state or geographic
regions, and documents relating toEACH  good
identified.

Registrant fails to provide complete information
since it only provided the year of first use, and
not the date of first use.  Registrant also fails to
provide the specific state or geographic region
for the goods with which the Trademark is used.
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sold, identify
all documents
supporting the
responses to
the other
subparagraphs.

10,
11

Identify all
inquiries,
investigations,
surveys,
evaluations
and/or studies
conducted by
Registrant or
anyone acting
for or on its
behalf with
respect to the
Trademark.

Objection to
the extent the
request is a
premature
demand for
expert reports
pursuant to
California
Code of Civil
Procedure §
2034.

California Code of Civil Procedure does not
govern in a Federal TTAB proceeding.

12,
13

The channels
of trade in
which the
Trademark is
used and/or in
which goods
bearing the
Trademark are
sold, including
the geographic
area in which
the Trademark
is used and/or
sold, the
manner in
which the
goods or
services reach
the ultimate

“Please find
attached Doc
17.”

The response is not complete and impermissibly
incorporates a document by reference instead,
which furthermore does not provide the
information requested since it is a mere list of
names.
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consumer, the
geographical
reach of each
such channel,
and the
approximate
percentage of
total sales of
goods and/or
services
through each
such channel.

14 Identify the
ordinary
purchaser of
the goods sold
under the
Trademark,
including the
level of care
exercised.

“Please find
attached Doc
17.”

The response is not complete and impermissibly
incorporates a document by reference instead,
which furthermore does not provide the
information requested since it is a mere list of
names.

15 Identify all
third parties
which have
used the
Trademark in
connection
with flavored
tobacco in the
United States
since 1995.

Objection as
overbroad in
scope as to
time.

Objection on
basis of
privilege.

Objection on
basis of
premature
demand for
expert reports
pursuant to
California
Code of Civil

Registrant’s objection to the SI as overbroad in
scope as to time fails since the statement of use
for the Trademark lists a date of first use
anywhere in the world as January 15, 1995 and
Petitioner is entitled to discovery of relevant
material from 1995 onwards.

If Registrant’s assertions are to be believed,
Registrant was incorporated in 1999.  At the very
least, it must therefore be compelled to identify
all third parties who have used the Trademark in
connection with the sale of flavored tobacco
since 1999.

Registrant’s objections on the basis of attorney-
client privilege fail since objections on the basis
of attorney-client privilege do not protect
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Procedure §
2034.

communications between non-attorneys.

Registrant’s objections on the basis of work
product privilege fail since Registrant must have
kept records in the ordinary course of business
regarding parties it had past and existing
relationships with, between Registrant and a
third party, since the time of Registrant’s
inception.  These records would not be prepared
by attorneys.

California Code of Civil Procedure does not
govern in a Federal TTAB proceeding.

16,
17,
18

Licenses,
assignments,
or other rights
granted by
Registrant to
third parties to
use the
Trademark or
any mark
incorporating
the Trademark.

Objection as
overbroad in
scope as to
time.

Objection on
basis of
privilege.

Objection on
basis of
premature
demand for
expert reports
pursuant to
California
Code of Civil
Procedure §
2034.

Registrant’s objection to the SI as overbroad in
scope as to time fails since Registrant’s licensing
or negotiations to license, assign or grant rights
to parties at any time are relevant to establish
whether in fact Registrant has sold or distributed
goods within the U.S. or abroad, and the nature
and extent of those sales or distribution within
the U.S. or abroad.

Registrant’s objections on the basis of attorney-
client privilege fail since objections on the basis
of attorney-client privilege do not protect
communications between non-attorneys.

Agreements between non-attorney third parties
are not prepared in preparation for trial and are
thus not protected by attorney work product.

Registrant’s objections on the basis of work
product privilege fail since it is difficult to
believe that Registrant kept no records in the
ordinary course of business regarding parties it
had past and existing relationships with, between
Registrant and a third party, since the time of
Registrant’s inception.  These records would not
be prepared by attorneys.
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California Code of Civil Procedure does not
govern in a Federal TTAB proceeding.

19 Explain in
detail the
relationship
between
Bassam
Hamade and
Registrant.

An individual
who falsely
registered the
mark of
Respondent.

Response fails to describe in detail the nature
and scope of the relationship between Bassam
Hamade and Registrant.

20 Explain in
detail the
relationship
between
Nadine
Hamade and
Registrant.

“N/A” Registrant has not responded to this
interrogatory at all.

21 Explain in
detail the
relationship
between Omar
Khaled
Sarmini and
Registrant.

Omar Khaled
Sarmini has
sold his
Trademark
(Al-Fakher) to
the Registrant.

Registrant fails to provide details as to when the
Trademark was sold to Registrant, at what price,
circumstances regarding the sale of the
Trademark, and the scope of the sale of the
Trademark.

23 Explain in
detail the
relationship
between Sierra
Network, Inc.
and Registrant.

Sierra
Network, Inc.
is the
exclusive
distributor of
the
Registrant’s
products in the
United States.

Registrant fails to provide details of the nature of
the relationship, such as terms of the
distributorship, payment under the
distributorship, or other conditions imposed by
Registrant.

24 Identify each
statement or

Objection as
overbroad in

Registrant’s objection to the SI as overbroad in
scope as to time fails since statements or
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opinion
obtained by or
for Registrant
regarding any
issues in this
cancellation
proceeding.

scope as to
time.

Objection on
basis of
privilege.

Objection on
basis of
premature
demand for
expert reports
pursuant to
California
Code of Civil
Procedure §
2034.

opinions regarding issues in this proceeding are
relevant to the proceeding.

Registrant’s objections on the grounds of
privilege fail to provide 1) the subject matter of
the communications or information and 2) any
additional facts upon which it bases its claim of
privilege or protection.

California Code of Civil Procedure does not
govern in a Federal TTAB proceeding.

25 Identify each
person who
participated in
or supplied
information
used in any of
the
interrogatories.

Al-Fakher for
Tobacco
Trading &
Agencies Co.
Ltd.

Registrant failed to identify each person by only
providing a name for a company, whereas there
must be some individuals who were responsible
for participating in or supplying information
used in the interrogatories.  Every individual
agent or representative of the company who
participated in or supplied information used in
the interrogatories must be identified.

Otherwise, Registrant must be compelled to
identify some person representing the company
as the person most knowledgeable about the
decision.  Registrant must also be compelled to
include the address and position for the person
identified.


















































































































































